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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 21 May 2004 . 
2a)D This action is FINAL. 2b)E] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-14 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 13 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)Q All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 2851 

DETAILED ACTION 

Oath/Declaration 

1 . The oath or declaration is defective. A new oath or declaration in compliance 
with 37 CFR 1 .67(a) identifying this application by application number and filing date is 
required. See MPEP §§ 602.01 and 602.02. 

2. The declaration is defective because the applicant is seeking to claiming priority 
benefit under 35 USC § 120, but the applicant listed the current application number 
rather than the parent application, 09/450,899, as application from which the applicant is 
seeking priority. Correction is required. 

Priority 

3. The applicant has claimed benefit from provisional application 60/167,675. The 
number is not correct, the present inventors are not the inventors of the 60/167,675 
provisional application. The correct provisional application number must be provided 
and the first line of the specification must be corrected. 

Claim Rejections - 35 USC § 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

6. Claims 1, 4-8 and 11 -14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fredlund et al. (US 6,154,295). 

Fredlund et al. have a printing system for producing an image print having a customized 
message from a user to a recipient on the back side of the image print. The basic 
system is shown in Fig. 1 . Column 4, lines 3-9 and 29 - 36 disclose that the customer 
may provide a message to be recorded on the back side of a print. The images may be 
sent to the customer or to any one designated by the customer. The images may be in 
the form of a greeting card. The computer 26 has an algorithm and controls the 
sequence of steps of all the processes (developing, scanning, printing, etc.) such that a 
scheduler is inherently a part of the system. 

7. Claims 2 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fredlund et al. (US 6,164,295). 

Fredlund et al. do not specifically describe the type of written message. One would 
assume the message relates to the image or otherwise why send the image. The 
courts have held that where the only difference between a prior art product and a 
claimed product is printed matter that is not functionally related to the product, the 
content of the printed matter will not distinguish the claimed product from the prior art. 
In re Ngai, WL 1068957 (Fed. Cir. May 13, 2004). Since in this case the message or 
printed matter is not related functionally to the product, the image or print, whatever the 
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content of the message of the customer of the Fredlund et al. system, the claim is met 
by the reference. 

8. Claims 3 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fredlund et al. (US 6, 1 54,295) as applied to claims 1,4-8 and 11-14 above, and 
further in view of Garfinkle et al. (US 6,570,640), Williams et al. (US 6,388,732) or 
Nozaki et al. (US 6,349,194). 

Fredlund et al. does not disclose using the photographic printing system with the 
Internet. The secondary references disclose using a photographic process or 
photofinishing process in connection with the Internet. One of ordinary skill in the art at 
the time the invention was made would be motivated to use the teachings of the 
secondary references to provide a photofinishing processing over the Internet because 
such a service would reach a new customer base to expand the current business and 
would take advantage of a widening technical source that is currently very popular. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Clark (US 5,428,423) and Lee et al. (US 5,757,466) disclose 
backprinting a message on the rear of a photographic image. 

Response Data 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to D. Rutledge whose telephone number is (571) 272- 
2127. The examiner can normally be reached on Mon - Thurs, 6:00 AM - 4:30 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Nguyen can be reached on (571) 272-2258. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). A 




D. Rutledge 
Primary Examiner 
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